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Hon. Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



PETITION FOR WITHDRAWAL OF HOLDING OF ABANDONMENT 



Sir: 



Applicants herby petition under 37 C.F.R. § 1.181 to withdraw the 
holding of abandonment set forth in the Notice of Abandoiunent mailed on June 26, 
2006 (copy attached at Exhibit A). In accordance with 37 C.F.R. § 1.181(f), appUcants 
make this Petition within two months of the mailing date of the Notice of 
Abandonment. 



The Notice of Abandonment states that the application is abandoned for 
failure to respond to the Office Action mailed on December 20, 2005 (copy attached as 
Exhibit B). 

On June 20, 2006, applicants filed, by United States Postal Service 
Express Mail (Express Mail Label No. EV674902255US) an Amendment and Reply 
(copy attached as Exhibit C), which was accompanied by a Transmittal Letter having 
an Express Mail Certification (copy attached as Exhibit D), a petition for a three-month 
extension of time authorized the Director to charge payment of the appropriate fee to 
the deposit account 06-1075 (copy attached as Exhibit E) and a retum postcard (copy 
attached a Exhibit F). These papers all indicated Express Mail Label No. 
EV674902255US. A copy of the Express Mail Label bearing Express Mail Label No. 
EV674902255US is attached as Exhibit G. 

The Express Mail Certification (see Exhibit D) demonstrates that the 
Amendment and Reply, was timely filed. See 37 C.F.R. § 1.10 and MPEP § 
71 1 .03(c)(1)(B). Moreover, the USPTO Public PAIR system indicates that an 
Amendment and Reply was filed on June 20, 2006 (printout of the Public PAIR Image 
File Wrapper for this application attached at Exhibit H). A printout of the imaged 
documents fi*om Public PAIR contains a June 20, 2006 date-stamp by the Patent and 
Trademark Office, evidencing receipt of applicants' Amendment and Reply to Office 
Action and accompanying Petition for Extension of Time and Transmittal Letter (copy 
attached as Exhibit 1). 
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Applicants respectfully submit that the Notice of Abandonment was 
issued in error because applicants timely filed an Amendment and Reply on June 20, 
2006. Applicants respectfiilly request that the holding of abandonment be withdrawn. 

Applicants believe that no fees are due in connection with this Petition. 
However, the Director is hereby authorized to charge payment of any fee that may be 
required in connection with the Petition to Deposit Account No. 06 1075, Order No. 
(Account No. 003667-0048). A duplicate copy of this Petition is enclosed herewith. 



Respectfully submitted, 



James F. Haley, Jr. (Reg. No.27,794) 
Karen Mangasarian (Reg. No. 43,772) 
Attorneys for Applicants 

FISH & NEAVE IP GROUP 

ROPES & GRAY LLP 

Customer No. 1473 

1251 Avenue of the Americas 

New York, New York 10020-1 105 

Tel.: (212) 596-9000 

Fax: (212)596-9090 
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Applicants respectfully submit that the Notice of Abandonment was 
issued in error because applicants timely filed an Amendment and Reply on June 20, 
2006. Applicants respectfully request that the holding of abandonment be withdrawn. 

AppUcants believe that no fees are due in connection with this Petition. 
However, the Director is hereby authorized to charge payment of any fee that may be 
required in connection with the Petition to Deposit Account No. 06 1075, Order No. 
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- r/ie MAILING DATE of this communication appears on the cover sheet with the correspondence address-- 



This application is abandoned in view of: 

1. 13 Applicant's failure to timely file a proper reply to the Office letter mailed on 20 December 2005 . 

(a) □ A reply was received on (with a Certificate of Mailing or Transmission dated ), which is after the expiration of the 

period for reply (including a total extension of time of month(s)) which expired on 

(b) □ A proposed reply was received on , but it does not constitute a proper reply under 37 CFR 1 . 1 1 3 (a) to the final rejection. 

(A proper reply under 37 CFR 1.113 to a final rejection consists only of: (1 ) a timely filed amendment which places the 
application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request for 
Continued Examination (RCE) In compliance with 37 CFR 1,114). 

(c) □ A reply was received on but it does not constitute a proper reply, or a bona fide attempt at a proper reply, to the non- 

final rejection. See 37 CFR 1.85(a) and 1.111. (See explanation in box 7 below). 

(d) ^ No reply has been received. 

2. □ Applicant's failure to timely pay the required Issue fee and publication fee, If applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The Issue fee and publication fee, if applicable, was received on (with a Certificate of i\/lailing or Transmission dated 

). which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance (PTOL-85). 

(b) □ The submitted fee of $ is Insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 1.18(d). is $ . 

(c) □ The issue fee and publication fee, If applicable, has not been received. 

3. D Applicant's failure to timely file corrected drawings as required by, and within the three-month period set in, the Notice of 

Allowability (PTO-37). 

(a) □ Proposed con-ected drawings were received on (with a Certificate of Mailing or Transmission dated ), which is 

after the expiration of the period for reply. 

(b) □ No corrected drawings have been received. 

4. □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CFR 

1 .34(a)) upon the filing of a continuing application. 

6. □ The decision by the Board of Patent Appeals and Interference rendered on and because the period for seel^ing court review 

of the decision has expired and there are no allowed claims. 

7. □ The reason(s) below: 




Petitions to revive under 37 CFR 1 .1 37(a) or (b), or requests to withdraw the holding of abandonment under 37 CFR 1 .1 81 , should be promptly filed to 
minimize any negative effects on patent term. 

U.S. Patent and Trademailt Offloe 

PTOL-1432 (Rev. 04-01 ) Notice of Abandonment Part of Paper No. 20060622 
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- The MAILING DATE of this communication appoars on the covarsheat with tha corraspondanca addrass - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
• Failure to reply within the set or extended period (or reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 .704(b). 

Status 

1 )M Responsive to communlcation(s) filed on 21 December 2004 . 
2a)\3 This action is FINAL. 2b)E] This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonnal matters, prosecution as to the merits is 

closed in accx}rdance with the practice under Ex parte Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) E1 Claim(s) 1-5,7.11.12 and 16-24 is/are pending In the application, 

4a) Of the above claim(s) 16-24 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1-5.7.11 and 12 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) n Ciaim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner 

10)0 The drawing(s) filed on is/are: aO accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) Including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(6) 

1 ) □ Notice of References Cited (PTO-692) 4) El Interview Summary (PTO-4 1 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. 10/26/05 . 

3) lEI Information Disclosure Statement(s) {PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 1/12/05 . 6) □ Other: . 



U.S. Patent end Tmdemafk OfTioe 
PTOL-326 (Rev. 7^5) 



Office Action Summary 



Part of Paper No./Medl Date 20051025 



Application/Control Number: 10/786,997 Page 2 

Art Unit: 1621 

DETAILED ACTION 

Claims 1-5, 7, 11, 12, 16-24 are pending in tlie application. 
Election/Restrictions 
Applicant's election, with traverse, of Group VIII in the reply filed on 12/21/04 is 
acknowledged. The traversal is on the ground(s) that it would not be burdensome to the 
Examiner to search all groups because a search for all groups can be carried out 
simultaneously. This is not found persuasive because prior art anticipating or rendering 
obvious any one group of invention would not necessarily anticipate or render obvious 
the inventions of other groups. Thus, it would be burdensome for the Examiner to 
search and prosecute all groups of inventions. Claims 16-24 still remain withdrawn. 
The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specificatton shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-6, 7, 1 1 and 12 rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particulariy point out and distinctly claim the subject matter 
which applicant regards as the invention. Claims 1 and 5 contain subject matter which 
was not elected. The language of claims 1 and 5 defines a "Het" group related to the 
variable "A", however, the variable "A", as defined by the elected subject matter of 
Group Vlli, should not contain a "Het" group. Appropriate correction is required. 



Application/Control Number: 10/786,997 Page 3 

Art Unit: 1621 

Any inquiry concerning this communication or earlier communications from tlie 
examiner should be directed to Elvis O. Price whose telephone number is 571 272- 
0644. The examiner can normally be reached on 8:30am to 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on 571 272-0646. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.usptO;gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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All Participants: 



Status of Application: . 



(1) EMsO. Price . 



(3) 



(2) James F. Halev. Jr. , 



(4) 



Date of Interview: 26 October 2005 



Time: 



Type of Interview: 

13 Telephonic 

□ Video Conference 

□ Personal (Copy given to: □ Applicant □ Applicant's representative) 

Exhibit Shown or Demonstrated: □ Yes □ No 
If Yes, provide a brief description: 

Part 1. 

Rejection(s) discussed: 



Claims discussed: 



Prior art documents discussed: 
Part II. 

SUBSTANCE OF INTERVIEW DESCRIBING THE GENERAL NATURE OF WHAT WAS DISCUSSED: 

The Examiner called and lefted a message for Mr, Haley, in an attempt to resolve the indefinite language in the claims. However, 
Mr, Haley did not respond. 



S It is not necessary for applicant to provide a separate record of the substance of the interview, since the interview 
directly resulted in the allowance of the application. The examiner will provide a written summary of the substance 
of the interview in the Notice of Allowability. 

□ It is not necessary for applicant to provide a separate record of the substance of the inten/iew, since the interview 
did not result in resolution of all issues. A brief summary by the examiner appears in Part II above. 



(Examiner/SPE Signature) (Applicant/Applicant's Representative Signature - if appropriate) 
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AMENDMENT AND REPLY TO OFFICE ACTION 

Sir: 

This is in response to the December 20, 2005 Office Action in the above- 
identified application. Applicants submit concurrently herewith a Petition imd^ 37 
C.F.R. § 1.17(a)(3) to extend the time for replying for a period of three months up to and 
including June 20, 2006. 



Appl'n No, 10/786,997 
Amendment and Reply dated 6/20/06 
Reply to Office Action of 12/20/05 

Amendments to the Claims are reflected in the listing of claims which 
begins on page 3 of this paper. 

Remarks begin on page 12 of this paper. 



Page2of 14 



Appl'nNo. 10/786,997 
Amendment and Reply dated 6/20/06 
Reply to OfTice Action of 12/20/05 

Amendment to the Claims: 

This listing of claims will replace all prior versions, and listings, of claims 
in the application. 

Listing of Claims; 

Claim 1 (previously presented): A compound of formula I: 

D 

OH — Ofe N-SQz-E G) 

wherein: 

A is selected from the group consisting of -R^-Ci-C6 alkyl, which may be 
optionally substituted with one or more groups selected from the group consisting of 
hydroxy, C1-C4 alkoxy, -NR^-CO-N(R^)(R^) and -CO-N(R^)(R^); 

each is independently selected from the group consisting of -C(0)-, - 
S(0)2-, -C(0)-C(0)., -0-C(0>, -0-8(0)2, -NR^-S(0)2-, -NR^-C(O)- and -NR2-C(0)- 
C(0)s 

each Het is independently selected from the group consisting of C3-C7 
cycloalkyl; C5-C7 cycloalkenyl; C6-C10 aryl; and 5-7 membered saturated or unsaturated 
heterocycle, containing one heteroatom selected from N, N(R^), O, S and S(0)n, wherein 
said heterocycle may optionally be benzoftised; and wherein any member of said Het 
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Appl'n No. 10/786,997 
Amendment and Reply dated 6/20/06 
Reply to Ofiice Action of 12/20/05 

may be optionally substituted with one or more substituents selected from the group 
consisting of oxo, -OR', -R', -N(R')(R'), -R'-OH, -CN, -CO2R', -C(0).N(R')(R'), - 
S(0)2-N(R')(R'), -N(R')-C(0)-R2, -C(0)-R^ -S(0)n-R^ -OCF3, -S(0)n-Ar, 
methylenedioxy, -N(R')-S(0)2(R'), halo, -CF3, -NO2, Ar and -0-Ar; 

each R^ is independently selected from the group consisting of H and Cr 
C3 alkyl optionally substituted with Ar; with the proviso that when R' is C1-C3 alkyl 
substituted with Ar, said Ar may not be substituted with an Ar-containing moiety; 

B, when present, is -N(R')-C(R^)(R^)-C(0)s 

X is 0 or 1 ; 

each R^ is independently selected from the group consisting of H, Het, Ci- 
C6 alkyl, C2-C6 alkenyl, C3-C6 cycloalkyl and C5-C6 cycloalkenyl, wherein any member 
of said R^, except H, may be optionally substituted with one or more substituents selected 
from the group consisting of -0R^ -C(0)-NH-R\ -S(0)n-N(R')(R'), Het, -CN, -SR^ 
.C02R^NR'-C(0)-R'; 

each n is independently 1 or 2; 

D and D' are independently selected from the group consisting of Ar; Ci- 
C4 alkyl, which may be optionally substituted with one or more groups selected from C3- 
Ce cycloalkyl, -OR2, -R^, -0-Ar and Ar; C2-C4 alkenyl, which may be optionally 
substituted with one or more groups selected from the group consisting of C3-C6 
cycloalkyl, -OR^, -R^, -O-Ar and Ar; C3-C6 cycloalkyl, which may be optionally 
substituted with or ftised with Ar; and C5-C6 cycloalkenyl, which may be optionally 
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Appl^n No. 10/786.997 
Amendment and Reply dated 6/20/06 
Reply to Office Action of 1 2/20/05 

substituted with or fused with Ar; 

each Ar is independently selected from the group consisting of phenyl; 3-6 
membered carbocyclic ring, wherein said carbocyclic ring may be saturated or 
unsaturated and optionally substituted with one or more groups selected from the group 
consisting of oxo, -0R^ -R^ .N(R^)(R^), -N(R^)-C(0)-R^ C1-C3 alkyl substituted with - 
OH and optionally substituted with Ar, -CN, -COzR^ -C(0)-N(R^)(R^), halo and -CF3; 

E is selected from the group consisting of Het; 0-Het; Het-Het; -0-R ; - 
NR^R^ Ci-Ce alkyl, which may be optionally substituted with one or more groups 
selected from the group consisting of R"* and Het; C2-C6 alkenyl, which may be optionally 
substituted with one or more groups selected from the group consisting of R"* and Het; 
C3-C6 saturated carbocycle, which may optionally be substituted with one or more groups 
selected from the group consisting of R"* and Het; and C5-C6 unsaturated carbocycle, 
which may optionally be substituted with one or more groups selected from the group 
consisting of R"^ and Het; and 

each R"^ is independently selected from the group consisting of -OR^, - 
C(0)•NHR^ -S(0)2-NHR^ halo, .NR^-C(0)-R^ and -CN. 
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Appl'nNo. 10/786,997 
Amendment and Reply dated 6/20/06 
Reply to Office Action of 12/20/05 

Claim 2 (original): The compound according to claim 1, characterized in that said 

compound has the structure of formula XXII: 




(XXII) 



and A, D* and E are defined as in claim 1 . 
Claim 3 (canceled). 

Claim 4 (original): The compound according to claim 1, characterized in that said 
compound has the structure of formula XXXI: 




(XXXI) 



and A, R , D' and E are defined as in claim 1. 
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Amendment and Reply dated 6/20/06 
Reply to Office Action of 1 2/20/05 

Claim 5 (previously presented): A compound of formula I, wherein: 

A is selected from the group consisting of -R^-Ci-Ce alkyl, which may be 
optionally substituted with one or more groups selected from the group consisting of 
hydroxy, CrC4 alkoxy; 

each R' is independently selected from the group consisting of -C(0)-, - 
S(0)2-, -C(0)-C(0)-, -0-C0-, -0-S(0)2- and -NR^-S(0)2S 

each Het is independently selected from the group consisting of C3-C7 
cycloalkyl; C5-C7 cycloalkenyl; Ce-Cio aryl; and 5-7 membered saturated or unsaturated 
heterocycle, containing one heteroatom selected from N, O and S, which may optionally 
be benzofiised; wherein any member of said Het may be optionally substituted with one 
or more substituents selected from the group consisting of 0x0, -0R^ -R^ -N(R^)2, -R^- 
OH, -CN, -C02R^ -C(0)-N(R^)2 and -S(0)2-N(R^)2; 

each R^ is independently selected from the group consisting of H and Ci- 

C3 alkyl; 

B, when present, is -NH-CH(R^)-C(0)-; 
xisOorl; 

R^ is selected from the group consisting of Het, Ci-Ce alkyl, C2-C6 
alkenyl, C3-C6 cycloalkyl and Cs-Ce cycloalkenyl, wherein any member of said R^ may 
be optionally substituted with one or more substituents selected from the group consisting 
of -0R^ -C(0)-^IH-R^ -S(0)„-N(R^)2, Het and -CN; 

n is 1 or 2; 
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D and D' are independently selected from the group consisting of Ar; Ci- 
C4 alkyl, which may be optionally substituted with C3-C6 cycloalkyl or Ar; C2-C4 alkenyl, 
which may be optionally substituted with C3-C6 cycloalkyl or Ar; C3-C6 cycloalkyl, 
which may be optionally substituted or fused with Ar; and C5-C6 cycloalkenyl, which 
may be optionally substituted or fused with Ar; 

Ar is selected from the group consisting of phenyl; 3-6 membered 
carbocyclic ring wherein said carbocyclic ring may be saturated or unsaturated and 
optionally substituted with one or more groups selected from the group consisting of 0x0, 
-0R^ .R^ -N(R^)2, -N(R^)-C(0)R^ -R^-OH, -CN, -C02R^ -C(0)-N(R^)2, halo and -CF3; 

E is selected from the group consisting of Het; -0-R ; -NR R ; C1-C6 
alkyl, which may be optionally substituted with one or more R"^ or Het; C2-C6 alkenyl, 
which may be optionally substituted with one or more R"^ or Het; C3-C6 saturated 
carbocycle, which may optionally be substituted with one or more R"* or Het; and C5-C6 
unsaturated carbocycle, which may optionally be substituted with one or more RSrHet: 

each R"* is independently selected from the group consisting of -OR^, - 
C(0)-NHR^ .S(0)2-NHR^ halo and -CN; and 

each R^ is independently selected from the group consisting of H and R^. 

Claim 6 (canceled). 

Claim 7 (currently amended): The compound according to claim i ^, wherein: 

R^ is selected from the group consisting of Ci-Ce alkyl, C2-C6 alkenyl, C5- 
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Ce cycloalkyl, Cs-Ce cycloalkenyl and a 5-6 membered saturated or unsaturated 
heterocycle, wherein any member of said R*^ may optionally be substituted with one or 
more substituents selected from the group consisting of -OR , -C(0)-NH-R , 
-S(0)nN(R')(R^), Het, -CN, -SR^ -C(0)2R^ NR'-C(0)-R^ and 

D' is selected from the group consisting of C1-C3 alkyl and C3 alkenyl, 
wherein said alkyl or alkenyl may optionally be substituted with one or more groups 
selected from the group consisting of C3-C6 cycloalkyl, -OR^, -0-Ar and Ar. 

Claims 8-10 (canceled). 

Claim 1 1 (original): The compound according to claim 1, wherein said compound has a 
molecular weight less than or equal to about 700 g/mol. 

Claim 12 (currently amended): A The compound according to claim 1 1, wherein said 
compound has a molecular weight less than or equal to about 600 g/moL 

Claims 13-15 (canceled). 

Claim 16 (withdrawn - currently amended): A pharmaceutical composition effective 
against viral infection comprising a pharmaceutically effective amount of a compound 
according to any one of claims 1- 2 or 4 and a pharmaceutically acceptable carrier, 
adjuvant or vehicle. 

Claim 17 (withdrawn): The pharmaceutical composition according to claim 16, further 
comprising an additional anti-viral agent. 
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Claim 18 (withdrawn - currently amended): A method of using a compound according to 
any one of claims 4-4 1-2, 4-5 or 7 as a therapeutic agent against viral infection, said 
virus requiring an aspartyl protease for an obligatory life cycle event. 

Claim 19 (withdrawn): The method according to claim 18, wherein said virus is HIV-1, 
HIV-2,orHTLV. 

Claim 20 (withdrawn - currently amended): A method of The us e according to any on e 
of claims 1 4 , for inhibiting enzymatic activity in an aspartyl protease comprising the step 
of contacting the aspartvl protease with a compound according to any one of claims 1-2, 
4-5 or 7 . 

Claim 21 (withdrawn - currently amended): The use method according to claim 20, 
wherein said aspartyl protease is HIV protease. 

Claim 22 (withdrawn - currently amended): A method for preventing HIV infection in a 
mammal comprising the step of administering to said mammal a pharmaceutically 
effective amoimt of a compound pharmac e utical composition according to anv one of 
claims 1-2, 4-5 or 7 claim 16 or 17 . 

Claim 23 (withdrawn - currently amended): A method for treating HIV infection in a 
mammal comprising the step of administering to said mammal a pharmaceutically 
effective amount of a compound pharmac e utical composition according to anv one of 
claims 1-2, 4-5 or 7 claim 16 or 17 . 
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Claim 24 (withdrawn): The method according to claim 22 or 23, wherein said step of 
administering comprises oral administration or administration by injection. 

Claims 25-27 (canceled). 
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Remarks 

THE AMENDMENTS 

Applicants have canceled claims 3 without prejudice and without waiver 
of their right to file for and obtain claims directed to any non-elected subject matter in 
divisional and continuing applications which claim priority from this application. 

AppUcants have amended claims 7, 12, 16, 18, 20-23 to improve their 
form and to recite proper claim dependencies. 

Following entry of the above amendment, claims 1-2, 4-5, 7 and 11-12 are 
pending, claims 16-24 are withdrawn and claims 3, 6, 8-10, 13-15 and 25-27 are 
canceled. 

None of the above amendments adds new matter. 

THE RESTRICTION REQUIREMENT 

Applicants maintain their traversal of the restriction requirement. Upon 
allowance of the Group Vin compounds, appUcants will request rejoinder of the Group 
XI and Xn process claims (claims 18-24) commensurate in scope with the allowed 
product claims. See MPEP § 821.04. 

THE REJECTION 
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35 U,S.C. $ 112. second paragraph 

The Examiner has rejected claims 1-5, 7, 11 and 12 under 35 U.S.C. 

§ 112, second paragraph as being indefinite. The Examiner contends that the language of 
claims 1 and 5 defines a "Het" group related to variable "A" but that the elected subject 
matter of Group VIII does not contain a "Het" group. Applicants traverse. 

Applicants respectfully submit that the definition of variable "A" in claims 
1 and 5 does not include "Het." Variable "A" as defined in the instant claims is selected 
firom the group consisting of -R^-Ci-C6 alkyl, which may be optionally substituted with 
one or more groups selected firom the group consisting of hydroxy, C1-C4 alkoxy, -NR^- 
CO-N(R^)(R^) and -CO-N(R^)(R^). As such, the only additional variables included in the 
definition of "A" are "R^" and "R^" neither one of which is further defined by "Het." 
Accordingly, applicants request that the Examiner withdraw the rejection. 
CONCLUSION 

In view of the foregoing remarks and amendments, applicants request that 
the Examiner favorably reconsider this application and allow the amended claims 
pending therein. Should the Examiner feel that a telephone conference with applicants* 
representatives would assist the Examiner, she is invited to telephone the undersigned at 
any time. 
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RespectfiiUy submitted. 



James F. Haley, Jr. (Reg. No. 27,794) 
Karen Mangasarian (Reg. No. 43,772) 
Attorneys for Applicants 

FISH &NEAVE LLP 

Customer No. 1473 

1251 Avenue of the Americas 

New York, New York 10020-1 105 

Tel.: (212) 596-9000 

Fax: (212)596-9090 
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Attorney Docket No. VPI92-07CIP2ADIV3CON 



IN THE UNITED STATES PATENT AND TRADEMARK OFHCE 
PATENT APPLICATION 

Examiner : Elvis O.Price 

Group Art Unit : 1621 

Applicants : Roger D. Tung, et al. 

Application No. : 10/786,997 Confirmation No. : 9030 

Filed : February 24, 2004 

For : NOVEL SULFONAMIDE INHIBITORS OF 

ASPARTYL PROTEASE 

New York, New York 10020 
June 20, 2006 

Hon. Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 

AMENDMENT AND REPLY TO OFFICE ACTION 

Sir: 

This is in response to the December 20, 2005 Office Action in the above- 
identified application. Applicants submit concurrently herewith a Petition under 37 
C.F.R. § 1 . 1 7(a)(3) to extend the time for replying for a period of three months up to and 
including June 20, 2006. 



Appl'n No. 10/786^997 
Amendment and Reply dated 6/20/06 
Reply to OfTice Action of 1 2/20A)5 

Amendments to the Claims are reflected in the listing of claims which 
begins on page 3 of this paper. 

Remarks begin on page 12 of this pq)er. 
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Amendment to the Claims: 

This listing of claims will replace all prior versions, and listings, of claims 
in the application. 

Listing of Claims; 

Claim 1 (previously presented): A compound of formula I: 

D 

A-(B)x-N-iH— Of— — ^^-SQz-E ® 

i I t 

wherein: 

A is selected from the group consisting of -R*-C|-C6 alkyl, which may be 
optionally substituted with one or more groups selected from the group consisting of 
hydroxy, CrC4 alkoxy, -NR^-CO-N(R^)(R^) and -CO-N(R^)(R^); 

each R' is independently selected from the group consisting of -C(0)-, - 
S(0)2-, -CCOKCOK .O.C(0)-, -0-S(0)2, -NR'-S(0)2-, -NR'-C(O)- and -NR'.C(0)- 
C(0)s 

each Het is independently selected from the group consisting of C3-C7 
cycloalkyl; C5-C7 cycloalkenyl; Ce-Cio aryl; and 5-7 membered saturated or unsaturated 
heterocycle, containing one heteroatom selected from N, N(R^), 0, S and S(0)n, wherein 
said heterocycle may optionally be benzofused; and wherein any member of said Het 
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may be optionally substituted with one or more substituents selected from the group 
consisting of oxo, -0R^ -R^ -N(R^)(R^), -R^-OH, -CN, •C02R^ -C(0)-N(R^)(R^ - 
S(0)2-N(R')(R'), -N(R')-C(0)-R2, -C(0)-R^ -S(0)n-R', -OCF3, -SCOVAr, 
methylenedioxy, -N(RVS(0)2(R^). halo, -CF3, -NO2, Ar and -0-Ar; 

each R^ is independently selected from the group consisting of H and Ci- 
C3 alkyl optionally substituted with Ar, with the proviso that when R^ is C1-C3 alkyl 
substituted with Ar, said Ar may not be substituted with an Ar-containing moiety; 

B, when present, is -N(R^).C(R^)(RVC(0)s 

xisOor 1; 

each R^ is independently selected from the group consisting of H, Het, Ci- 
Ce alkyl, C2-C6 alkenyl, C3-C6 cycloalkyl and Cs-Q cycloalkenyl, wherein any member 
of said R\ except H, may be optionally substituted with one or more substituents selected 
from the group consisting of -0R^ -C(0)-NH-R^ ■S(0)n-N(R^)(R^ Het, -CN, -SR^ 
-C02R^NR'-C(0)-R^ 

each n is independently 1 or 2; 

D and D* are independently selected from the group consisting of Ar; Ci- 
C4 alkyl, which may be optionally substituted with one or more groups selected from C3- 
Ce cycloalkyl, -OR2, -R^ -0-Ar and Ar; C2-C4 alkenyl, which may be optionally 
substituted with one or more groups selected from the group consisting of C3-C6 
cycloalkyl, -0R^ -R\ -0-Ar and Ar; C3-C6 cycloalkyl, which may be optionally 
substituted with or fused with Ar; and Cs-Ce cycloalkenyl, which may be optionally 
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substituted with or fused with Ar; 

each Ar is independently selected from the group consisting of phenyl; 3-6 
membered carbocyclic ring, wherein said carbocyclic ring may be saturated or 
unsaturated and optionally substituted with one or more groups selected from the group 
consisting of oxo, -0R^ -R^ -N(R^)(R^), -N(R^)-C(0)-R^ CrCa alkyl substituted with - 
OH and optionally substituted with Ar, -CN, -C02R^ -C(0)-N(R^)(R^), halo and -CF3; 

E is selected from the group consisting of Het; 0-Het; Het-Het; -0-R^; - 
NR^R^ C1-C6 alkyl, which may be optionally substituted with one or more groups 
selected from the group consisting of R^ and Het; C2-C6 alkenyl, which may be optionally 
substituted with one or more groups selected from the group consisting of R^ and Het; 
C3-C6 saturated carbocycle, which may optionally be substituted with one or more groups 
selected from the group consisting of R"^ and Het; and C5-C6 unsaturated carbocycle, 
which may optionally be substituted with one or more groups selected from the group 
consisting of R^ and Het; and 

each R* is independently selected from the group consisting of -OR^, - 
C{0)-NHR^ .S(0)2-NHR^ halo, .NR^-C(0)-R^ and -CN. 



Pages of 14 



Appl'n No. 1(^86.997 
Amendment and Reply dated 6/20/06 
Reply to Office Action of 12/20/05 



Claim 2 (original): The compound according to claim 1, characterized in that said 



compound has the structure of formula XXII: 



and A, D' and E are defined as in claim 1 . 
Claim 3 (canceled). 

Claim 4 (original): The compound according to claim 1, characterized in that said 
compound has the structure of formula XXXI: 



A* 





PCXII) 




and A, R , D' and E are defined as in claun 1. 
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Claim 5 (previously presented): A compound of formula I, wherein: 

A is selected from the group consisting of -R'-Ci-Ce alkyl, which may be 
optionally substituted with one or more groups selected from the group consisting of 
hydroxy, C1-C4 alkoxy; 

each is independently selected from the group consisting of -C(0)-, - 
S(0)2-. -C(0)-C(0)-, -0-C0-, -0-S(0)2- and .NR^-S(0)2-; 

each Het is independently selected from the group consisting of C3-C7 
cycloalkyi; C5-C7 cycloalkenyl; Ce-Cio aryl; and 5-7 membered saturated or unsaturated 
heterocycle, containing one heteroatom selected from N, 0 and S, which may optionally 
be benzofiised; wherein any member of said Het may be optionally substituted with one 
or more substituents selected from the group consisting of 0x0, -OR^, -R^ -N(R^)2, -R^- 
OH, -CN, -C02R^ -C(0)-N(R^)2 and -S(0)2-N(R^)2; 

each R^ is independently selected fi^m the group consisting of H and Cr 

C3 alkyl; 

B, when present, is -NH-CH(rVC(0)-; 
xisOor 1; 

R^ is selected from the group consisting of Het, Ci-Ce alkyl, C2-C6 
alkenyl, C3-C6 cycloalkyi and C5-C6 cycloalkenyl, wherein any member of said R^ may 
be optionally substituted with one or more substituents selected from the group consisting 
of -0R^ -C(0)-NH-R^ -S(0)„-N(R^)2. Het and -CN; 

n is 1 or 2; 
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D and D' are independently selected from the group consisting of Ar; C|- 
C4 alkyl, which may be optionally substituted with C3-C6 cycloalkyl or Ar; C2-C4 alkenyl, 
which may be optionally substituted with C3-C6 cycloalkyl or Ar; C3-C6 cycloalkyl, 
which may be optionally substituted or fused with Ar; and Cs-C6 cycloalkenyl, which 
may be optionally substituted or fused with Ar; 

Ar is selected fix)m the group consisting of phenyl; 3-6 membered 
caibocyclic ring wherein said carbocyclic ring may be saturated or unsaturated and 
optionally substituted with one or more groups selected from the group consisting of 0x0, 
-OR^ -R^ -N(R^)2, -N(R^)-C(0)R^ -R^-OH, -CN, -C02R^ -C(0)-N(R^)2, halo and -CF3; 

E is selected from the group consisting of Het; -0-R^; -NR^R^; CrCe 
alkyl, which may be optionally substituted with one or more R^ or Het; C2-C6 alkenyl, 
which may be optionally substituted with one or more R^ or Het; C3-C6 saturated 
carbocycle, which may optionally be substituted with one or more R^ or Het; and Cs-Ce 
unsaturated carbocycle, which may optionally be substituted with one or more R^ or Het; 

each R"* is independently selected from the group consisting of -0R^ - 
C(0>NHR^ -S(0)2-NHR^ halo and -CN; and 

each R^ is mdependently selected from the group consisting of H and R^. 

Claim 6 (canceled). 

Claim 7 (currently amended): The compound according to claim i J, wherein: 

R^ is selected from the group consisting of C1-C6 alkyl, C2-C6 alkenyl, Cs- 
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C6 cycloalkyl, C^-Ce cycloalkenyl and a 5-6 membered saturated or unsaturated 
heterocycle, wherein any member of said may optionally be substituted with one or 
more substituents selected from the group consisting of -OR^, -C(0)-NH-R^, 
-S(0)„N(RW). Het, -CN, .SR^ -C(0)2R^ NR^-C(0)-R^ and 

D* is selected from the group consisting of C1-C3 alkyl and C3 alkenyl, 
wherein said alkyl or alkenyl may optionally be substituted with one or more groups 
selected from the group consisting of C3-C6 cycloalkyl, -OR^, -0-Ar and Ar. 

Claims 8-10 (canceled). 

Claim 1 1 (original): The compound according to claim 1, wherein said compound has a 
molecular weight less than or equal to about 700 g/mol. 

Claim 12 (currently amended): A The compound according to claim 1 1, wherein said 
compound has a molecular weight less than or equal to about 600 g/mol. 

Claims 13- IS (canceled). 

Claim 16 (withdrawn - currently amended): A pharmaceutical composition effective 
against viral infection comprising a pharmaceutically effective amount of a compound 
according to any one of claims 1-2 or 4 and a pharmaceutically acceptable carrier, 
adjuvant or vehicle. 

Claim 17 (withdrawn): The pharmaceutical composition according to claim 16, fiirther 
comprising an additional anti- viral agent. 
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Claim 18 (withdrawn - currently amended): A method of using a compound according to 
any one of claims 4-4 1-2, 4-S or 7 as a therapeutic agent against viral infection, said 
virus requiring an aspartyl protease for an obligatory life cycle event. 

Claim 19 (withdrawn): The method according to claim 18, wherein said virus is HTV-l, 
HIV-2.orHTLV. 

Claim 20 (withdrawn - currently amended): A method of Th e us e according to any ono 
of claims 1 4 , for inhibiting enzymatic activity in an aspartyl protease comprising the step 
of contacting the asoartvl protease with a compound according to anv one of claims 1«2. 
4-5 or 7 . 

Claim 21 (withdrawn - currently amended): The use method according to claim 20, 
wherein said aspartyl protease is HIV protease. 

Claim 22 (withdrawn - currently amended): A method for preventing HIV infection in a 
mammal comprising the step of administering to said mammal a pharmaceutically 
effective amount of a compound phamiaocutioal composition according to anv one of 
claims 1-2. 4-5 or 7 oloim 16 or 17 . 

Claim 23 (withdrawn - currently amended): A method for treating HIV infection in a 
mammal comprising the step of administering to said mammal a pharmaceutically 
efTective amount of a compound pharmaooutioal composition according to anv one of 
claims 1-2. 4-5 or 7 claim 16 or 17 . 
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Claim 24 (withdrawn): The method according to claim 22 or 23, wherein said step of 
administering comprises oral administration or administration by injection. 



Claims 25-27 (canceled). 
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Remarks 

THE AMENDMENTS 

Applicants have canceled claims 3 without prejudice and without waiver 
of their right to file for and obtain claims directed to any non-elected subject matter in 
divisional and continuing applications which claim priority from this application. 

Applicants have amended claims 7, 12, 16, 18, 20-23 to improve their 
form and to recite proper claim dependencies. 

Following entry of the above amendment, claims 1-2, 4-5, 7 and 1 1-12 are 
pending, claims 16-24 are withdrawn and claims 3, 6, 8-10, 13-15 and 25-27 are 
canceled. 

None of the above amendments adds new matter. 
THE RESTRICTION REQUIREMENT 

Applicants maintain their traversal of the restriction requirement. Upon 
allowance of the Group VIII compounds, applicants will request rejoinder of the Group 
XI and Xn process claims (claims 18-24) commensurate in scope with the allowed 
product claims. See MPEP § 821.04. 

THE REJECTION 
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35 U,S,C. § 112, second para^aph 

The Examiner has rejected claims 1-5, 7, 1 1 and 12 under 35 U.S.C. 
§ 1 12, second paragraph as being indefinite. The Examiner contends that the language of 
claims 1 and 5 defines a "Het" group related to variable "A" but that the elected subject 
matter of Group Vin does not contain a "Het" group. Applicants traverse. 

Applicants respectfully submit that the definition of variable "A" in claims 
1 and 5 does not include "Het." Variable "A" as defined in the instant claims is selected 
fi-om the group consisting of -R'-Ci-Ce alkyl, which may be optionally substituted with 
one or more groups selected from the group consisting of hydroxy, Cj-Ca alkoxy, -NR^- 
CO-N(R^)(R^) and -CO-N(R^)(R^). As such, the only additional variables included in the 
definition of "A" are "R^" and "R^" neither one of which is fiirther defined by "Het." 
Accordingly, applicants request that the Examiner withdraw the rejection. 
CONCLUSION 

In view of the foregoing remarks and amendments, applicants request that 
the Examiner favorably reconsider this application and allow the amended claims 
pending therein. Should the Examiner feel that a telephone conference with applicants' 
representatives would assist the Examiner, she is invited to telephone the undersigned at 
any time. 
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Respectfully submitted, 




James F. Haley, Jr. (Reg. No. 27,794) 
Karen Mangasarian (Reg. No. 43,772) 
Attorneys for Applicants 



FISH &NEAVE LLP 

Customer No. 1473 

125 1 Avenue of the Americas 

New York, New York 10020-1 105 

Tel.: (212) 596-9000 

Fax: (212)596-9090 
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